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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 
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earned patent term adjustment. See 37 CFR 1.704(b). 
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Responsive to communication(s) filed on 03 May 2006 . 
2a)^ This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
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Application Papers 
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DETAILED ACTION 

This communication is responsive to Amendment, filed 05/03/2006. 
Claims 6-8, and 16 are pending in this application. In the Amendment, claims 6 and 16 
were amended. This action is made Final. 

Election/Restrictions 

Newly amended claim 1 6 is directed to an invention that is independent or distinct from 
the invention originally claimed for the following reasons: 

I. Claims 6-8 are drawn to video interface classified in class 715/719. 

II. Claim 16 is drawn to formatting information in separate file classified in 715/522. 
Inventions I and II are related as subcombinations disclosed as usable together in a single 

combination. The subcombinations are distinct from each other if they are shown to be 
separately usable. In the instant case, invention I has separate utility such as an application deals 
specifically with image or video data, invention II is different distinct invention and has separate 
utility such as layout specifications are stored separately from the data to which such 
specifications are applied. See MPEP § 806.05(d). 

Since applicant has received an action on the merits for the originally presented 
invention, this invention has been constructively elected by original presentation for prosecution 
on the merits. Accordingly, claim 16 is withdrawn from consideration as being directed to a 
non-elected invention. See 37 CFR 1.142(b) and MPEP § 821.03. 

Claim Rejections - 35 USC § 112 

The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
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pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

Claims 6-8 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply with 
the written description requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to reasonably convey to one skilled in the relevant 
art that the inventor(s), at the time the application was filed, had possession of the claimed 
invention. The limitations of "said computer determining potential desirable additional image 
content for said user based upon a comparison between said list and said additional image 
content free from said additional image content being selected by the user for inclusion in said 
list" are not clearly described in the specification. Accordingly, the examiner assumes the claim 
language as "said computer determining potential desirable additional image content for said 
user based upon said list, free from said additional image content being selected by the user for 
inclusion in said list". The following rejections are based on that assumption. 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 6-8 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

Claim 6 recites "indicating to said user the potential desirability of adding said at least 
one of said additional digital image and said additional digital video without requiring 
interruption of the user's work flow with a decision operation to be made by said user before 
continuing said work flow, wherein said system adds said additional content to said list by a user 
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interaction with said at least one of said additional digital image and said additional digital video 
after said indicating". The claim requires the limitation of "indicating to said user the potential 
desirability of adding said at least one of said additional digital image and said additional digital 
video without requiring interruption of the user's work flow ". However, the limitations come 
after the limitation of "without requiring interruption of the user's work flow" are "a decision 
operation to be made by the user before continuing said work flow", and "said system adds said 
additional content to said list by user interaction with said at least one of said additional digital 
image and said additional digital video after said indicating". It is unclear as to what is meant by 
"without requiring interruption of the user's work flow" since the claim language requires user's 
intervention before continuing said work flow. Accordingly, the examiner assumes the limitation 
as "indicating to said user the potential desirability of adding said at least one of said additional 
digital image and said additional digital video without requiring interruption of the user's work 
flow". The following rejections are based on that assumption. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are such that 
the subject matter as a whole would have been obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 
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Claims 6-8 are rejected under 35 U.S.C. 103(a) as being unpatentable over Echerer et al. 
(U.S. Pat. No. 5,740,267) and Window Explorer. 

Per claim 6 5 Window Explorer teaches a method of selecting desirable images for a user 
comprising: 

(a) maintaining a list of a plurality of desirable user-selected image content that includes 
at least one of a digital image and a digital video (fig. 1 ; col. 57-60); 

(b) said computer determining potential additional image content for said user based upon 
said list, free from said additional image content being selected by said user for inclusion in said 
list, that includes at least one of an additional digital image and an additional digital video (col. 
9, lines 30-36; col. 10, lines 24-28; col. 10, lines 49-58); 

Echerer does not teach said computer indicating to said user the potential desirability of 
adding said at least one of said additional digital image and said additional digital video without 
requiring interruption of the user's work flow. However, Window Explorer teaches said 
computer indicating to said user the potential desirability of adding said at least one of said 
additional digital image and said additional digital video without requiring interruption of the 
user's work flow (figs. 2 and 5; indicator 22). Therefore, it would have been obvious to one of 
ordinary skill in the art at the time of the invention to include the teaching of Window Explorer 
in the invention of Echerer in order to provide the user with a file management feature that give 
the user an indication of total files in a list. 

Per claim 7, Window Explorer teaches the method of claim 6 wherein said indicating 
includes a visual indication (figs. 2 and 5; indicator 22). 
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Per claims 8, the modified Echerer teaches the method of claim 6, but does not teach said 
indicating includes an audible indication. Official Notice is taken that the use of audible sound 
indicator is well known in the art. It would have been obvious to an artisan at the time of the 
invention to combine such a feature with Window Explorer in order to inform users quickly and 
conveniently without the need for the user to read the text indicator. 

Response to Arguments 
Applicant's arguments with respect to the Amendment have been considered but are moot 
in view of the new ground(s) of rejection. 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE -MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 
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Inquiries 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Thanh T. Vu whose telephone number is (571) 272-4073. The 
examiner can normally be reached on Mon-Thur and every other Fri 7:30 AM - 5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kristine L. Kincaid can be reached on (571) 272-4063. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




T. Vu 
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